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1. A rejection based on double patenting of the "same 
invention" type finds its support in the language of 3 5 U.S.C. § 
101 which states that "whoever invents or discovers any new and 
useful process . . . may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means 
an invention drawn to identical subject matter. See Miller v. 
Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 
114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970) . 

A statutory type (35 U.S.C. § 101) double patenting 
rejection can be overcome by canceling or amending the 
conflicting claims so they are no longer coextensive in scope. 
The filing of a terminal disclaimer cannot overcome a double 
patenting rejection based upon 35 U.S.C. § 101. 

2. Claims 12-23 are rejected under 35 U.S.C. § 101 as 
claiming the same invention as that of claims 1-12 of prior U.S. 
Patent No. 6,372,335B1. This is a double patenting rejection. 
Note that while applicants' independent claim 12 is both open 
ended with respect to the contents of the adhesive tape, and 
further contains a backing element that "comprises" a foam 
material, the scope of the claim is still identical with claim 1 
of the patent even though subparagraph a) recites "a backing 
consisting of a single layer foam material". This is because 
this claim is also open ended with respect to the contents which 
may exist therein and consequently the scope of the claims of the 
newly presented application and applicants' earlier patent are 
identical. Additionally, although there are some definite 
differences in the language of method claims 11 and 12 of the 
patent and newly submitted method claims 22 and 23 upon closer 
inspection, it is seen that the two claims clearly read upon one 
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another and therefore statutory 35 U.S. C. § 101 double patenting 
exists for these claims as well. 

3. The non-statutory double patenting rejection, whether 
of the obvious- type or non-obvious- type , is based on a judicially 
created doctrine grounded in public policy (a policy reflected in 
the statute) so as to prevent the unjustified or improper 
timewise extension of the "right to exclude" granted by a patent. 
In re Thorxngton, 418 F.2d 528, 163 USPQ 644 (CCPA 1969); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); In re Van Ornam, 
686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Longi, 759 F.2d 
887, 225 USPQ 645 (Fed. Cir. 1985) ; and In re Goodman, 29 USPQ 2d 
2010 (Fed. Cir. 1993) . 

A timely filed terminal disclaimer in compliance with 
37 CFR 1.321 (b) and (c) may be used to overcome an actual or 
provisional rejection based on a non-statutory double patenting 
ground provided the conflicting application or patent is shown to 
be commonly owned with this application. See 37 CFR 1.78 (d) . 

Effective January 1, 1994, a registered attorney or 
agent of record may sign a Terminal Disclaimer. A Terminal 
Disclaimer signed by the assignee must fully comply with 3 7 CFR 
3.73 (b) . 

4. Claims 24-35 are rejected under the judicially created 
doctrine of obviousness- type double patenting as being 
unpatentable over claims 1-12 of U.S. Patent No. 6,372,335B1. 
Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the limitation set 
forth in the last four lines of independent claim 24 is believed 
to be either an inherent property of the claimed genus of 
adhesive tapes set forth in claim 1 of the patent, or, 
alternatively, an obvious optimization to one of ordinary skill 
in the art, motivated by a desire to not have the formed article 
tear during use. Additionally, note that while claim 24 is open 
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ended in its recitation of the adhesive tape, and also claims 
subelement a) "a backing comprising a foam material", the scope 
of this claim is still the same as that of claim 1 of the patent, 
for reasons described above. 

5. The following is a quotation of 35 U.S.C. § 103(a) 

which forms the basis for all obviousness rejections set forth in 

this Office action: 

(a) A patent may not be obtained though the invention 
is not identically disclosed or described as set forth 
in section 102 of this title, if the differences 
between the subject matter sought to be patented and 
the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the 
invention was made. 

6. Claims 12-35 are rejected under 35 U.S.C. § 103(a) as 
being unpatentable over WO 95/06691. The reference discloses 
Bnote particularly page 1, lines 6-9, line 21 - page 2 line 13, 
page 2 line 27 - page 3 line 10, page 8 lines 6-14, line 18 - 
page 9 line 3, page 10 lines 5-11, the Examples) an adhesive tape 
which forms a bond that can be redetached by pulling without 
residue or damage. The tape features a foam backing that is 
coated with a pressure sensitive adhesive and in certain 
embodiments (page 3, lines 1-6) features two adjacent foam layers 
each of which can preferably be as thin as about 5 mils, or 10 
mils total. As such, the thickness of the foam backing could 
range from as thin as 10 mils to about 2000 mils, which clearly 

j 
I 

i 
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reads upon applicants' backing having a thickness of 200-600 
microns. The fact that the tapes of the reference may 
"preferably be at least about 30 mils in thickness" still fails 
to negate the fact that the teachings of a reference are not 
limited to the preferred embodiments. Additionally, the foam is 
clearly believed to read upon the Young's modulus of elasticity 
parameter. Since the reference desires the material to be 
readily removed, it would have been obvious to have provided a 
pressure sensitive adhesive with the peel force claimed herein or 
to allow ready removability, particularly since the reference 
teaches substantially the same genus of adhesives that applicants 
contemplate. As such, applicants' arguments (page 11 of the 
preliminary amendment) regarding the focal point of the invention 
as "manipulating the adhesive composition" are not understood 
since the reference, as stated above, uses basically the same 
adhesives as do applicants (page 8 line 18 - page 9 line 3 of the 
specification) . 

Applicants further argue (Preliminary Amendment, page 
9, lines 8-17) that a rejection based upon either inherency, or 
obviousness cannot stand. He further appears to continue on to 
state that if some parameter is inherent, then and only then must 
such element be necessarily present in the prior art. However, 
the Examiner must respectfully disagree, pointing out that he 
believes it is perfectly valid for an examiner to make a 
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rejection where on the one hand the element is either inherent 
(i.e. anticipated), or, if it is not , that particular parameter 
may well be within the ordinary skill of the art. Finally, with 
respect to the dependent claims, these are substantially 
identical and as such are believed to be, if not expressly or 
inherently disclosed, obvious modifications to one of ordinary 
skill, in the absence of unexpected results. 

7. The following is a quotation of the first paragraph of 
35 U.S. C. § 112 : 

The specification shall contain a written description 
of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and 
exact terms as to enable any person skilled in the art 
to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth 
the best mode contemplated by the inventor of carrying 
out his invention. 

8. Claims 24-35 are rejected under 35 U.S.C. § 112, first 
paragraph, as containing subject matter which was not described 
in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor (s), at the time the 
application was filed, had possession of the claimed invention. 
More particularly, the "whereby clause" in the last four lines of 
claim 24 is believed to be new matter. Applicants argued in 
their preliminary amendment of January 22, 2001 (Paper No. 11) in 
the parent application at page 10 that this whereby clause found 
support at "particularly Example 1, conveys the concept of a 
backing that would tear if not for the presence of the self- 
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adhesive composition. Consequently, claim 25 does not introduce 
new matter". The Examiner respectfully disagrees. Applicants 
discuss the results of Example 1 in their specification at page 
15, lines 11-22, and the Examiner believes that such discussion 
stands only for the proposition that the presence of a foam 
backing is better than no foam backing at all, and the same can 
also be said for the data set forth in Example 2. Therefore, 
although support may possibly exist, the Examiner has been unable 
to so determine it and must hold the whereby clause of claim 24 
to be new matter. 

9. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Daniel 
Zirker whose telephone number is (703) 308-0031. The examiner 
can normally be reached on Monday -Thursday from 8:30 A.M. to 6:00 
P.M. The examiner can also be reached on alternate Fridays. 



unsuccessful, the examiner's supervisor, Terrel Morris, can be 
reached on (703) 308-2414, The fax phone number for this Group 
is (703) 872-9310. 



status of this application or proceeding should be directed to 
the Group receptionist whose telephone number is (703) 308-0661. 

Dzirker : cdc 



If attempts to reach the examiner by telephone are 



Any inquiry of a general nature or relating to the 
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